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DETAILED ACTION 

Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the end milling (claim 
16), and scroll fixed in a chuck (claim 16) must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

2. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

3. The substitute specification filed June 6, 2007 is acceptable. 
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Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claim 14 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the claims both deal with the method of machining a scroll using a 
non-rotational tool. 

6. Claim 1 5 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 15 further limits the non-rotational tool to have a length 



greater than the height of the scroll, which is an obvious configuration since the non- 
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rotational tool machines the side face of the scroll with the tool not rotating, it is inherent 
that the tool would have to be taller in order to machine in the claimed manner. 
7. Claim 16 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2 in view of 
MCCULLOUGH (U.S. Patent 4,512066). U.S. Patent No. 7,237,992 B2 discloses the 
claimed invention in claim 1, however, fails to disclose an end-milling step and 
maintaining the scroll in a chuck while performing both the machining by the non- 
rotational tool and the end milling. MCCULLOUGH ET AL discloses end milling 
(Column 5, line 38 - Column 6, line 19) and using an index table so that the parts can 
be machined and end milled while remaining fixed in a chuck (see Figures 3A-4D, and 
Column 10, lines 18-32. MCCULLOUGH discloses a use of a rotating indexing table 
(Column 7, line 58 - Column 8, line 4), which would allow the parts to be processed 
without removal from the machine. Furthermore, since the parts are not removed from 
the machine, it is inherent that the parts are fixed in a chuck, in order to secure them to 
be machined.) It would have been obvious to one of ordinary skill in the art at the time 
of the invention to have an end mill step, in order to aid in machining the scroll with a 
better surface finish. 

In the alternative, Claim 16 is rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 7,237,992 B2 in view of FUKUHARA ET AL (Japanese Patent Publication Number 
2001-032786). U.S. Patent No. 7,237,992 B2 discloses the claimed invention in claim 
1, however, fails to disclose an end-milling step and maintaining the scroll in a chuck 
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while performing both the machining by the non-rotational tool and the end milling. 
FUKUHARA ET AL discloses end milling and maintaining the scroll in the chuck to 
perform other machining operations (see Detailed Description, Page 5, 1J30 - 1131). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
have an end mill step and to keep a part fixed in a chuck, in order to aid in machining 
the scroll with a better surface finish (see Detailed Description, Page 5, 1131). 

8. Claim 17 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2 in view of 
MCCULLOUGH. U.S. Patent 7,237,992 B2 discloses the claimed invention in claim 1 
including a non-rotational tool performing a Hale-machining operation, however, fails to 
disclose utilizing a different non-rotational tool to perform a finishing cut while remaining 
fixed in a chuck. MCCULLOUGH teaches how multiple non-rotational tools are used to 
perform a first cut, an intermediate cut, and a finishing cut (see Figures 20-22), and that 
a part can be machined and finished fixed in a chuck (since MCCULLOUGH utilizes an 
index table which moves the part from one machining station to the next (see discussion 
above)). It would have been obvious to a person having ordinary skill in the art at the 
time of the invention was made to have utilized a finishing cut, in order to obtain the 
desired dimensions. 

9. Claim 1 8 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
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each other because they both claim machining the end/base plate with the same non- 
rotational tool used to machine the scroll wraps. 

10. Claim 19 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2 in view of 
legal precedent. Claim 1 discloses the claimed invention except for utilizing one non- 
rotating tool to machine the end/base plate and the scroll wraps. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have used one non-rotating tool to machine the end/base plate and another non-rotating 
tool to machine the scroll wraps, since it has been held that constructing a formerly 
integral structure in various elements involves only routine skill in the art. In re Dulberg, 
289 F.2d 522, 523, 129 USPQ 348, 349 (CCPA 1961). 

1 1 . Claim 20 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because Patent Number 7,237,992 B2 claims machining the scroll wrap with 
a non-rotational tool, it would be obvious to one of ordinary skill in the art to machine 
both the inner face and outer face of the scroll wrap and to machine in any order of 
machining the inner face and then the outer face. 

12. Claim 21 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,237,992 B2. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because claim 21 has claim limitations to the resultant surface roughness. A 
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design resultant of the method of machining does not further limit the claim, and 
furthermore, the claimed design result is obtained by 7,237,992 B2, as disclosed in that 
specification. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary A. Davis whose telephone number is (571) 272- 
9965. The examiner can normally be reached on Monday thru Friday; (Second Friday 
off) 7am - 3pm. 



Application/Control Number: 10/562,446 Page 8 

Art Unit: 3748 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000. 

MAD /Mary A. Davis/ 

August 8, 2007 Patent Examiner Art Unit: 3748 

THOMAS DENION 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 



